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TBL Licensing, LLC v. Vidal 
98 F.4th 500 (4th Cir. 2024) 

QUATTLEBAUM, Circuit Judge: 

 

TBL Licensing, LLC, more commonly known as Timberland, tried to register 

certain features from the design of its popular boot under the Lanham Act as trade 

dress. But the law prohibits the registration of product designs that have not 

acquired a distinctive meaning identifying the product with its maker in the minds 

of the consuming public. See TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 

23, 28–29 (2001). It also bars the registration of product designs that are 

functional since protection of functionality is reserved for patent law. Id. at 29. 

Concluding the boot design is not distinctive, the United States Patent and 

Trademark Office (“USPTO”) refused to register it. TBL turned to federal district 

court, which agreed with the USPTO that the boot design is not distinctive and 

added that it is impermissibly functional. On either independent ground, the 

district court granted the USPTO’s motion for summary judgment. On 

distinctiveness, the issue we face is not whether the public recognizes the entire 

product as Timberland’s perhaps iconic boot; rather, we must decide whether the 

district court reversibly erred in concluding that the subset of design features that 

TBL selectively sought to register lacks distinctiveness in the public’s view. We hold 

that the district court did not reversibly err. So, without deciding functionality, we 

affirm the district court’s grant of summary judgment for the USPTO. 

I. 

. . . . 

B. 

For decades, TBL has sold the following boot in several colors: 
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In May 2015, TBL applied to register aspects of the boot’s design as protected 

trade dress with the USPTO. As required by law, see 37 C.F.R. § 2.37, TBL included 

a written description{, block-quoted below,} “specify[ing] which elements ... 

constitute the mark and are claimed as part of the mark and which are not.” 

Trademark Manual of Examining Procedure § 1202.02(c)(ii). 

 The mark consists of a three-dimensional configuration of a lace-

up boot having an overall shape and silhouette as depicted in the 

drawings, with a visibly bulbous toe box and the following individual 

features: 

(1) the external appearance of a tube-shaped ankle collar on the 

outside surface of the product running from one eyelet panel to the 

other eyelet panel around the sides and rear of the boot and protruding 

over the upper side and rear panels of the boot (material on the inside 

of the ankle collar not being claimed); 

(2) outsoles having two color tones divided horizontally and 

extending around the circumference of the boot, and visibly showing 

inverted tooth shaped cuts on each side of the heel of the outsole and 

around the sides and front of the forward portion of the outsole; 

(3) an hourglass-shaped rear heel panel, defined by four vertical 

stitching lines from the top of the outsole to the rear collar; 

(4) quad-stitching forming an inverted “U” shape around the 

vamp line in front of the boot at the bottom of the tongue and curving 

around to the left and right sides and ending at the cinched portion of 

the hourglass stitching of the rear heel panel; and 

(5) eyelets shaped hexagonally on the exterior-facing outside 

surface. 
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The double row stitching around the rear and side ankle collar, the 

single stitching around the upper two eyelets on each side, the single 

stitching along the upper perimeter of the shaft in front of the eyelets 

and the boot tongue, the appearance of the eyelets on the boot interior, 

the top of the ankle collar, the bottom, outer most surface of the 

outsole, and the uppermost surface of the outsole connecting to the 

boot around the perimeter, all of which are depicted in broken or 

dotted lines, are not being claimed as part of the mark and serve only 

to show the position or placement of the mark. 

Also as required by law, see 15 U.S.C. § 1051(a)(2); 37 C.F.R. § 2.51, TBL 

included this drawing of the design features it sought to register:  

 

For clarity, we have added the numbers on the drawing, which correspond to 

the design features described in the application. 

Importantly, TBL did not try to register every aspect of the boot. In its 

registration application, TBL asserted—or, to use the legal term, “claimed”—

intellectual property rights in some, but not all, of the features of its boot design. 

For instance, as a part of the design it sought to register, TBL claimed “the external 

appearance of a tube-shaped ankle collar on the outside surface of the product” but 

not “material on the inside of the ankle collar.” Likewise, it claimed two-colored 

outsoles “visibly showing inverted tooth shaped cuts” along the soles’ sides, but not 

“the bottom, outer most surface of the outsole.” Also, the application claimed no 

particular color as a part of the boot’s design, such as the popular wheat-yellow 



Page 4 of 14 
 

color depicted above. Nor did it include TBL’s already-registered tree logo or 

TIMBERLAND word mark.4 

The USPTO’s examining attorney refused to register the design, finding it 

overall functional and not distinctive. TBL appealed to TTAB, which affirmed the 

examining attorney’s refusal to register the design, finding the design lacks 

distinctiveness and declining to reach whether it is functional. 

As allowed by the Lanham Act, TBL challenged TTAB’s decision in federal 

district court, naming as defendants the USPTO and its then-acting director 

(collectively “USPTO”). After discovery, the parties agreed to allow the district 

court to “resolve any factual disputes without the need for a trial.” Having so 

agreed, TBL and the USPTO then cross-moved for summary judgment. So, in 

effect, the district court conducted a bench trial. 

. . . .  

II. 

A. 

. . . . 

Here, we must affirm the district court unless it reversibly erred in finding 

both that the design TBL claimed is functional and that the same design is not 

distinctive. In assessing both issues, we focus on the design drawn and described 

in TBL’s application. See 37 C.F.R. § 2.37 (“A description of the mark must be 

included if the mark is not in standard characters.”); id. § 2.52 (“A drawing depicts 

the mark sought to be registered.”); . . . 1 McCarthy § 8:7 (“To be registerable as a 

trademark or service mark, the elements of the trade dress must be listed and 

defined so that the public will know the exact parameters of the claimed exclusive 

right covered by the registration.”). Crucial to this appeal, that means we consider 

only the outer ankle collar, the two-tone color and etching on the side of the boot’s 

sole, the hourglass rear heel panel, the quad stitching along the boot’s side and 

tongue area, the hexagonal eyelets for the boot’s laces and the boot’s bulbous toe 

box. Other design features of the boot—such as the popular wheat-yellow color, the 

tree logo, the lug soles and the inner ankle collar—cannot be used to prove 

distinctiveness, as they are not design features that TBL claimed in its application. 

. . . . 

C. 

 
4 TBL’s decision to limit the design features of the boot in its application was quite 

possibly strategic. Had it included, for instance, the inner ankle collar or the lug sole, the 

overall risk of a functionality finding likely would have increased. But having omitted these 

features in its application, TBL must prove that, without resorting to these unclaimed 

features, the public associates the features TBL did claim exclusively with Timberland. 
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To be registerable, a mark must cause the public to identify the product 

bearing it as coming from a specific source. Wal-Mart Stores, 529 U.S. at 210. That 

is, the mark must be distinctive. Id. A mark generally acquires distinctiveness “if it 

has developed secondary meaning, which occurs when, ‘in the minds of the public, 

the primary significance of a [mark] is to identify the source of the product rather 

than the product itself.’” Id. at 211 (quoting Inwood Labs., 456 U.S. at 851 n.11). . . . 

While the public “need not be able to identify the name of the manufacturer that 

produces the product,” it must perceive “that the product emanates from a single 

source.” Tools USA & Equip. Co. v. Champ Frame Straightening Equip. Inc., 87 

F.3d 654, 660 (4th Cir. 1996) . . . . That public perception must rely on the features 

claimed, as drawn and described in TBL’s application. 

This point is critical. Some consumers might recognize the whole boot, 

unclaimed features and all, as a Timberland. But TBL did not undertake to register 

the entire boot. Instead, TBL sought to register only the select attributes described 

in its application—for instance, two-colored outsoles “visibly showing inverted 

tooth shaped cuts” along the soles’ sides, but not “the bottom, outer most surface 

of the outsole.” Just as TBL effectively narrowed the functionality inquiry by 

tailoring its application to select elements of its boot design, so too must we limit 

our secondary meaning analysis to those applied-for features. Thus, the question 

is whether the design features claimed in TBL’s application have acquired 

secondary meaning. And those features have not if consumers associate them with 

sources other than just Timberland. See Two Pesos, 505 U.S. at 766 n.4. 

A party seeking to establish secondary meaning in a product design bears a 

“formidable burden of proof.” 1 McCarthy § 8:8.50; see also U.S. Search, 300 F.3d 

at 525–26. Reflecting that “rigorous evidentiary standard,” our circuit assesses 

secondary meaning through many factors: (1) advertising expenditures; (2) 

consumer studies linking the mark to a source; (3) record of sales success; (4) 

unsolicited media coverage of the product; (5) attempts to plagiarize the mark; and 

(6) the length and exclusivity of the mark’s use. U.S. Search, 300 F.3d at 525. “[N]o 

single factor is determinative.” Id. 

Applying these factors, the district court found that TBL failed to carry its 

formidable burden of proving that the design features of the boot that it sought to 

register have acquired secondary meaning. And, as described below, the district 

court did not clearly err in reaching that finding. 

 

 1. Consumer Studies 

We start with consumer studies, or surveys, due to their importance in the 

secondary meaning analysis. “Survey evidence is generally thought to be the most 

direct and persuasive way of establishing secondary meaning.” Id. at 526 n.13. 

Indeed, TBL hired a survey expert in its effort to show that consumers associate 
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the claimed features of its boot’s design with Timberland. But the district court 

pointed out several flaws with the survey. 

First, the survey, according to the district court, improperly suggested an 

outcome. The uncolored and unshaded drawing in TBL’s application “depicts the 

mark sought to be registered.” 37 C.F.R. § 2.52. But, instead of using that drawing, 

the survey used grayscale photographs of the boots. While those photographs 

depicted boots that were light in color, the grayscale photographs of the non-

Timberland boots used as control images appeared darker. 

The district court concluded that the grayscale photographs of the light-

colored boots suggested to the survey respondents that the boot presented to them 

was a Timberland boot depicted in its best-selling wheat-yellow color. While the 

boot is now offered in multiple colors, the boot has been sold in a wheat-yellow 

color from the beginning. In fact, TBL previously applied to register that color but 

was ultimately unsuccessful. In its present application, the one on which our 

present analysis must focus, TBL has not claimed the wheat-yellow color or any 

other. So, the district court found that the survey used features of the boot’s design 

that were not part of the application to improperly suggest the boot was a 

Timberland. 

Second, the district court determined that the survey used a problematic 

progression. The survey began by asking, “Do you associate this boot design with 

any company or companies?” Then, it asked, “What company?” The district court 

worried that this progression may have nudged respondents to name only a single 

company, even if the respondents associated the boot with several. Such a nudge 

would matter because if the public associated the claimed design features with 

more than just Timberland, the design did not acquire a distinctive secondary 

meaning.  

TBL has not challenged the district court’s critique. In fact, it affirmatively 

waived any challenge to the district court’s findings regarding the weight, or lack 

thereof, of the survey TBL proffered. Without “this most direct and persuasive” 

evidence of secondary meaning from consumers, TBL must resort to 

circumstantial evidence. U.S. Search, 300 F.3d at 526 n.13. 

 

2. Advertising Expenditures 

TBL did, however, challenge the district court’s ruling on advertising 

expenditures, arguing it clearly erred in not giving such expenditures more weight. 

No doubt, TBL has spent vast sums on advertising. According to the declaration of 

a senior Timberland manager, TBL has spent over $81 million marketing the boot 

in the U.S. across various media over the past six years. But the district court 

declined to infer secondary meaning from advertisements merely picturing 

Timberland boots. It emphasized TBL’s failure to point to advertisements 
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encouraging consumers to identify the boots as Timberlands by looking for the 

specific design features TBL sought to register. 

Expenditures themselves do not, from a legal standpoint, establish secondary 

meaning without a showing that they translated into what counts—consumers 

associating the claimed design features with a single source. See, e.g., B & J Enters., 

Ltd. v. Giordano, 329 F. App’x 411, 419 (4th Cir. 2009) (argued but unpublished) 

(“Absent a showing that such expenditures ‘were effective in causing the relevant 

group of consumers to associate the mark with itself,’ secondary meaning cannot 

be established.” (quoting FM 103.1, Inc. v. Universal Broad. of N.Y., Inc., 929 F. 

Supp. 187, 196 (D.N.J. 1996))); Dick’s Sporting Goods, Inc. v. Dick’s Clothing & 

Sporting Goods, Inc., 188 F.3d 501, *7 (4th Cir. 1999) (unpublished table decision) 

(discounting advertising expenditures since the company alleging trade name 

infringement “failed to show that its expenditures were effective in causing 

consumers in the . . . geographic area to associate the trade name . . . with [its] 

business”); see also 2 McCarthy § 15:51 (“[T]he mere expenditure of money is not, 

in itself, determinative of the actual result in buyers’ minds.”). 

Accordingly, not all advertisements are equally probative of secondary 

meaning. Advertisements that direct consumers to “look for” features claimed as 

trade dress to identify the advertiser’s product provide particularly powerful 

evidence that those features have acquired secondary meaning. See 1 McCarthy § 

8:8.50 (stating that sometimes look-for advertising is “the only practical way to 

develop secondary meaning in trade dress”) . . . ; see also Thomas & Betts Corp. v. 

Panduit Corp., 65 F.3d 654, 662 (7th Cir. 1995) (“Advertising that touts a product 

feature for its desirable qualities and not primarily as a way to distinguish the 

producer’s brand is not only not evidence that the feature has acquired secondary 

meaning, it directly undermines such a finding.”). The Maker’s Mark red wax seal 

illustrates this principle. In Maker’s Mark, the Sixth Circuit affirmed the district 

court’s finding that “Maker’s Mark usually focus[ed] directly on the red dripping 

wax seal.” Maker’s Mark, 679 F.3d at 421. It explained that “the district court had 

before it, and considered, an abundance of Maker’s Mark advertisements that 

specifically feature the red dripping wax seal.” Id. 

On the other hand, advertising proves less if it does not somehow spotlight the 

claimed design features over other unclaimed attributes. See Forney Indus., Inc. 

v. Daco of Mo., Inc., 835 F.3d 1238, 1254 (10th Cir. 2016) (“[A]dvertising alone is 

typically unhelpful to prove secondary meaning when it is not directed at 

highlighting the trade dress.”); Aromatique, Inc. v. Gold Seal, Inc., 28 F.3d 863, 

871 (8th Cir. 1994) (“The advertisements submitted with the application cannot 

establish secondary meaning because they do not separate the claimed dress of the 

products from the other marks that serve to identify the products as those of 

Aromatique.”). 



Page 8 of 14 
 

This makes sense. If advertising calls no special attention to the features of the 

product’s design claimed to have secondary meaning, such evidence generally 

carries less weight. Even so, less talk may be required to showcase to consumers a 

product’s more prominent features, which to an extent speak for themselves. See, 

e.g., Nabisco, 50 F. Supp. 2d at 200 (“The Goldfish shape, the most salient feature 

of the product design, dominates these advertisements.”); id. at 204 (“The print 

advertisements call attention to the product configuration, prominently displaying 

the Goldfish form.”). 

The district court followed these principles. Looking beyond the mere 

expenditures, it explained that the advertisements TBL introduced depicted the 

entire boot. Those pictures, for example, included the wheat-yellow color and 

Timberland’s tree logo, even though those features are not claimed in its current 

trade dress application.7 Compared to those unclaimed, but perhaps more 

conspicuous, features of the boot, the advertisements did not call attention to the 

design features in the application—like the hexagonal shape of the eyelets or the 

fourth row of stitching, to name two examples. As a result, the district court did 

not clearly err in its analysis of this factor. 

 

3. Sales Success 

TBL similarly argues that the district court’s analysis of the boot’s sales success 

was clearly erroneous. Without a doubt, the Timberland boot has enjoyed 

commercial success. According to the same declaration setting forth TBL’s 

advertising expenditures, the boot has brought in over a billion dollars in sales 

from 2013 through 2021, averaging well over $100 million per year. However, the 

district court did not lend these sales much weight without any evidence showing 

why customers bought the boots. The district court reasoned that sales would 

suggest secondary meaning only if customers bought the boots because they 

associated the claimed design features with Timberland. But, the district court 

emphasized, TBL had not produced evidence that customers bought its boots 

because they attributed to Timberland the features TBL sought to register—the 

outer ankle collar, the two-tone color and etching on the side of the boot’s sole, the 

hourglass rear heel panel, the quad stitching on the boot’s side and tongue area, 

the hexagonal eyelets for the boot’s laces and the bulbous toe box. As the district 

court observed, customers could just as well have bought the boots because they 

liked how those features look or work. Liking those features is, of course, good for 

 
7 To be fair, recall that, in a previous application, TBL tried and failed to register the 

wheat-yellow color. But we must focus on the separate application before us, which did not 

claim the color. 
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sales, but it does not establish that the design features in the application acquired 

secondary meaning, which focuses on source identification.8 

Are sales numbers themselves ever indicative of secondary meaning in 

product design cases? Other circuits have deduced that they typically are not “since 

the product’s market success may well be attributable to the desirability of the 

product configuration rather than the source-designating capacity of the 

supposedly distinguishing features or combination of features.” Duraco Prods., 

Inc. v. Joy Plastic Enters., Ltd., 40 F.3d 1431, 1452 (3d Cir. 1994); see, e.g., Savant 

Homes, Inc. v. Collins, 809 F.3d 1133, 1148 (10th Cir. 2016) (“Standing alone, sales 

volume may not be indicative of secondary meaning because it could be related to 

factors other than source identification.” (quoting Sally Beauty Co. v. Beautyco, 

Inc., 304 F.3d 964, 978 (10th Cir. 2002))); In re Bongrain Int’l (Am.) Corp., 894 

F.2d 1316, 1318 (Fed. Cir. 1990) (determining that “[g]rowth in sales” did not prove 

acquired distinctiveness where it “may indicate the popularity of the product itself 

rather than recognition of the mark”) . . . . Although our court has long listed sales 

success as one of the relevant factors for assessing secondary meaning of 

trademarks in general, U.S. Search, 300 F.3d at 525, when it comes to product 

designs, we agree with our sister circuits that a product’s sales success, considered 

in a vacuum, typically is less helpful to showing whether the product’s design has 

acquired secondary meaning. That is not to say that sales success should be ignored 

in product design cases, only that the sales numbers by themselves—without 

evidence linking them to a product’s source designation as opposed to its design—

will rarely, if ever, signal the presence or absence of secondary meaning. 

Therefore, while the Timberland boot boasts impressive sales, we see no clear 

error in the district court’s determination that the numbers themselves did little to 

indicate that the claimed features of the boot’s design have acquired secondary 

meaning. 

 

4. Unsolicited Media Coverage 

TBL’s challenge to the district court’s analysis concerning media coverage 

follows the same pattern. The Timberland boot has appeared in various media. As 

one senior Timberland manager has catalogued, the boots have appeared in 

television, movies, music and publications. The record also contains reams of 

 
8 In addition, customers may have bought the boots because they liked other features 

that were not part of TBL’s application, such as the wheat-yellow color, the tree logo or the 

lug sole. Or customers may have attributed those unclaimed features to Timberland. 

Regardless, customer perceptions of the unclaimed aspects of the boot cannot demonstrate 

that the claimed portions of the boot have acquired secondary meaning. 
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Instagram posts of individuals, mostly celebrities, wearing boots that user 

comments identify as “Timberlands,” “Tims” or the like. 

Even so, the district court found that these references did little to show that 

the design features TBL specifically sought to register had acquired secondary 

meaning. Rather, the district court stressed that these images from media 

coverage, like the advertisements, included features of the Timberland boot that 

were not part of its trade dress application. Some images include TBL’s registered 

tree logo burned onto the boot’s side. Also, as the district court observed, most of 

the images present the boot in its best-selling wheat-yellow color, a feature TBL 

does not claim in its current application. The district court considered these 

unclaimed design features to be more distinctive than the design that TBL now 

wishes to register as trade dress. 

True, as TBL argues, the presence of other identifiers is not always fatal to 

showing a product design’s distinctiveness. But their presence can suggest that a 

producer relies on that other branding rather than just the claimed design to 

identify itself as the product’s maker. See Aromatique, 28 F.3d at 872 (concluding 

that articles were insufficient to support a showing of secondary meaning since 

they “do not distinguish between the trade dress and Aromatique’s other marks”); 

see also Gen. Shoe Corp. v. Rosen, 111 F.2d 95, 99 (4th Cir. 1940) (“It is of course 

possible that marks may be so completely associated with one another in the minds 

of the public as not to indicate separately the origin of the goods.”). So, the district 

court did not legally err by considering the role of the unclaimed design features. 

In finding the unclaimed design features played a predominant role in 

identifying the boot, the district court did not need to look far since TBL had 

already admitted that they do. When previously TBL sought to register the wheat-

yellow color as trade dress, TBL officers stated under oath that it was only the 

boots’ color that allowed for their identification as Timberlands. TBL objects that 

the statements it made in that prior trade dress application “do not give rise to 

estoppel in subsequent proceedings.” Reply Br. at 29 (quoting Institutional 

Wholesalers, Inc. v. Saxons Sandwich Shoppes, Inc., 170 U.S.P.Q. 107, 1971 WL 

16746, at *2 (TTAB Mar. 29, 1971)). But the district court did not conclude that 

these prior declarations estopped TBL from asserting in this case that the design it 

now claims has enjoyed unsolicited media coverage; rather, the district court 

determined only that the prior sworn statements “undercut” TBL’s current 

position that its boot is identifiable based on features other than its color. TBL 

Licensing, 644 F. Supp. 3d at 201–02. TBL’s prior inconsistent declarations to the 

USPTO are certainly relevant evidence. See Juice Generation, Inc. v. GS Enters. 

LLC, 794 F.3d 1334, 1340 (Fed. Cir. 2015); Freedom Card, Inc. v. JPMorgan Chase 

& Co., 432 F.3d 463, 476 (3d Cir. 2005). 

As with TBL’s advertising, the media coverage of the Timberland boot does 

not highlight the aspects of the boot design claimed in TBL’s current application. 
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To the contrary, many of the design features TBL described in its application are 

imperceptible in many of the images contained in the record. 

In weighing the media portrayals of the boot, the district court did not legally 

or clearly err. 

 

5. Attempts to Plagiarize 

TBL also argues that attempts by others to plagiarize its boot show secondary 

meaning. And true, attempts to plagiarize a design can evince its distinctiveness. 

U.S. Search, 300 F.3d at 525. But, under the law of secondary meaning, it matters 

why one imitates. Imitation of design features only to profit from the design’s 

functionality does not establish secondary meaning. Imitation suggests secondary 

meaning only if it is intended to deceive consumers about the product’s source. See 

Yankee Candle Co. v. Bridgewater Candle Co., 259 F.3d 25, 45 (1st Cir. 2001) 

(“[T]he relevant intent is not just the intent to copy, but to ‘pass off’ one’s goods as 

those of another.”); Duraco, 40 F.3d at 1453 (“[A]ttempts to copy a product 

configuration [may] not be probative [because] the copier may very well be 

exploiting a particularly desirable feature, rather than seeking to confuse 

consumers as to the source.”); Groeneveld Transp. Efficiency, Inc. v. Lubecore 

Int’l, Inc., 730 F.3d 494, 514 (6th Cir. 2013) (“[T]he appropriate ‘intent’ to focus on 

is not the intent to copy but rather the intent to deceive or confuse.”) . . . ; 

Aromatique, 28 F.3d at 871 (holding that it was clearly erroneous to infer 

secondary meaning from the copying of a product when the copier conspicuously 

used its own trademarks to distinguish its products) . . . . 

Here, the district court declined to infer distinctiveness from the existence of 

boots resembling Timberlands. It concluded that TBL has not provided any 

evidence showing that its competitors sell similar looking boots intending to trick 

consumers into thinking their boots are Timberlands. In support of that 

conclusion, the court noted that TBL has not identified any ruling that competitors 

have infringed its alleged trade dress. 

TBL responds that it persuaded two of its competitors to stop selling similar 

looking boots. But it never provided written documentation of those supposed 

enforcement efforts, even after the USPTO requested it. Though TBL asserts that 

it resolved those matters over the phone without documentation, TBL has not 

demonstrated that any of its competitors crossed the fine line that distinguishes 

emulating desirable product features from plagiarizing protected designs to 

confuse consumers about their source. Since TBL failed to produce evidence of 

intentional plagiarism, the district court did not clearly err in declining to infer 

distinctiveness from the mere existence of similar looking boots. 

 

6. Continuous and Exclusive Use 



Page 12 of 14 
 

Instead, the district court found that the presence of similar looking boots 

from other manufacturers actually undermined TBL’s argument that its claimed 

design features are distinctive. The last factor suggests secondary meaning only if 

the continuous use of the design in commerce is also substantially exclusive. See 

U.S. Search, 300 F.3d at 526 n.12 (“Even assuming [plaintiff] has used ‘U.S. 

Search’ continuously since 1982 ..., length of time alone is insufficient to establish 

secondary meaning.”); B & J Enters., 329 F. App’x at 419 (“[E]vidence of length of 

use, absent a showing of exclusivity, is inadequate to satisfy the sixth Perini 

factor.”). “The saturation of the market with look-alike boots,” to the district court, 

undercut TBL’s assertion of secondary meaning. TBL Licensing, 644 F. Supp. 3d 

at 200. TBL argues that the district court lent too much weight to those lookalikes. 

TBL contends that the district court erred by considering competing designs 

without scrutinizing on a more granular level each design and its relative share of 

the U.S. boot market. It is true that courts sometimes have considered competitors’ 

minimal market shares to find that their competing marks did not weaken the 

commercial strength of a senior mark. See, e.g., Combe Inc. v. Dr. August Wolff 

GmBH & Co. KG Arzneimittel, 382 F. Supp. 3d 429, 452–53 (E.D. Va. 2019) 

(considering the limited sales and marketing of third-party marks in determining 

that they did not materially weaken the commercial strength of the plaintiff’s 

mark), aff’d, 851 F. App’x 357 (4th Cir. 2021) (per curiam); Select Auto Imps. Inc. 

v. Yates Select Auto Sales, LLC, 195 F. Supp. 3d 818, 833 (E.D. Va. 2016) (“Without 

evidence as to the extent of actual day-to-day use of [third-party] marks, the 

probative value of such evidence is minimal.”). But we have never required a deep 

dive into those details. See, e.g., CareFirst of Md., Inc. v. First Care, P.C., 434 F.3d 

263, 269–71 (4th Cir. 2006) (reasoning that third-party use of similar marks 

undermined commercial strength, without analyzing market share); Variety 

Stores, Inc. v. Wal-Mart Stores, Inc., 888 F.3d 651, 663–64 (4th Cir. 2018) (same). 

Nor have other circuit courts when there is evidence of significant third-party 

use. . . . Even when the record “does not establish the exact extent,” widespread 

third-party use of substantially similar designs suggests the at-issue design lacks 

secondary meaning. Echo Travel, Inc. v. Travel Assocs., Inc., 870 F.2d 1264, 1269 

(7th Cir. 1989). 

So, while TBL had every right to argue that the lookalike boots were not 

substantially similar and that their minimal sales did not preclude exclusivity, the 

district court was entitled to consider the countervailing evidence. And based on 

our review, the record is replete with pictures of boots marketed and sold in the 

United States that appear “substantially similar” to the design TBL sought to 

register, which suffices to prevent TBL from proving it exclusively used that design. 

See Sweetheart Plastics, Inc. v. Detroit Forming, Inc., 743 F.2d 1039, 1045 (4th 

Cir. 1984) (approving of the admission of evidence of “substantially identical” and 

“substantially similar” designs as “probative of the extent and nature of exclusivity 
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of use”); Converse, Inc. v. Int’l Trade Comm’n, 909 F.3d 1110, 1122 (Fed. Cir. 2018) 

(ruling that evidence of the use of “substantially similar” but not identical trade 

dress may inform a secondary meaning analysis). 

As the party seeking registration, TBL bore the “rigorous” burden of showing 

secondary meaning, including continuous and exclusive use. U.S. Search, 300 F.3d 

at 525. To find TBL failed to discharge its burden, the district court was not 

required to assess the market shares of the myriad of lookalike boots. Nor was the 

district court obligated to run through each boot one-by-one and discuss how it 

resembled the applied-for TBL design. As a result, the district court did not clearly 

err in finding that TBL came up short of showing its use of the design was 

substantially exclusive. 

To sum up our secondary meaning analysis, TBL had to show that the design 

features described in its application encourage consumers to buy the boot not 

because those features make the boot a solid product but because, to the public, 

those features make the boot a Timberland product. Since this distinctiveness 

concept is “intuitive” and “heavily fact-dependent,” “when a factfinder does make 

findings on this question . . . , an appellate court will naturally be exceedingly 

reluctant to rule such findings clearly erroneous.” Ashley Furniture Indus., Inc. v. 

SanGiacomo N.A. Ltd., 187 F.3d 363, 377 (4th Cir. 1999). Without a viable 

consumer survey, TBL lacks direct evidence of secondary meaning. Resorting to 

circumstantial evidence, TBL has not shown that its sales or advertising 

expenditures have translated into consumer recognition of the design elements it 

sought to register. Indeed, portrayals of TBL’s boot in marketing materials and the 

media tend to highlight features not claimed in TBL’s current application. The 

many similar looking products in the boot market do not show that competitors 

copied TBL’s design intending to confuse consumers. Rather, those lookalikes 

undermine TBL’s attempt to show that the design it sought to register has come to 

be “uniquely associated” with Timberland. Two Pesos, 505 U.S. at 766 n.4. 

Assessing these various factors, the district court found that TBL failed to show 

that the combination of features it specified in its registration application—the 

outer ankle collar, the two-tone color and etching on the side of the boot’s sole, the 

hourglass rear heel panel, the quad stitching along the boot’s side and tongue area, 

the hexagonal eyelets for the boot’s laces and the boot’s bulbous toe box—leads 

consumers to associate the boot with Timberland alone. Since our review of the 

record does not leave us with “a definite and firm conviction that a mistake has 

been made,” we conclude that the district court did not clearly err in finding that 

the design TBL sought to register has not acquired secondary meaning. Pizzeria 

Uno Corp., 747 F.2d at 1526. 

 

III. 
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In conclusion, the district court did not clearly err in finding that TBL failed 

to carry its burden of proving that the boot design it sought to register has acquired 

a distinctive meaning. For that reason alone, TBL could not register the design 

described in its application, regardless of whether or not that design, as a whole, is 

functional. Accordingly, without deciding the functionality issue, the district 

court’s judgment is 

AFFIRMED. 


