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Trademark Law and the First Amendment
The American trademark system provides the benefits of trademark protection and trademark registration to certain kinds of marks but not to others. Furthermore, the government will censor certain uses of trademarks that it deems objectionable, such as those it judges to be infringing of another person’s trademark rights. How is this consistent with the Free Speech Clause of the First Amendment that “Congress shall make no law . . . abridging the freedom of speech”? The cases that follow help to answer this question. 
In Matal v. Tam, 582 U.S. 218 (2017), excerpted below, the Supreme Court held that the Lanham Act § 2(a) prohibition on the registration of marks that “may disparage . . . persons” was invalid under the Free Speech Clause. Tam is significant for a number of reasons specific to trademark law. First, it abrogated a half-century of PTO practice and federal court case law applying the § 2(a)’s “disparagement clause.” Second, Tam also arguably raises significant questions about whether antidilution law is constitutional. May the government restrict non-deceptive speech that “impairs the distinctiveness of the famous mark,” 15 U.S.C. § 1125(c)(2)(B), or that “harms the reputation of the famous mark,” 15 U.S.C. § 1125(c)(2)(C)? Third, Tam brought to an end the appeal to the Fourth Circuit of Blackhorse v. Pro-Football, Inc., 111 U.S.P.Q.2d 1080, 2014 WL 2757516 (TTAB June 18, 2014). In Blackhorse, five Native Americans petitioned to cancel various trademark registrations consisting in whole or in part of the term REDSKINS for professional football-related services on the ground that at the time of their registration they were disparaging of Native Americans and thus obtained contrary to Lanham Act §§ 14(c) and 2(a), 15 U.S.C. §§ 1064(c) & 1052(a). (If you strongly support Tam’s registration of THE SLANTS, what is your position on the government’s registration of the term “redskins” by a professional football team in the nation’s capital?)
Tam also prompted the question of whether the Lanham Act § 2(a) prohibition on the registration of any mark that “consists of or comprises . . . scandalous matter” is also unconstitutional. In Iancu v. Brunetti, No. 18-302, 2019 WL 2570622, 588 U.S. __ (June 24, 2019), excerpted below and involving the mark FUCT for athletic apparel, the Supreme Court found that the § 2 bar against the registration of scandalous matter is also unconstitutional. You will see, however, that the Court found Brunetti to be a much closer case than Tam.
[bookmark: _Hlk171717399]Finally, in Vidal v. Elster, 602 U.S. 286 (2024), Elster sought to register the mark TRUMP TOO SMALL without former President Trump’s permission. The PTO refused registration on the ground that no mark may be registered that “[c]onsists of or comprises a name . . . identifying a particular living individual except by his written consent.” Lanham Act § 2(c), 15 U. S. C. §1052(c). Elster claimed a violation of his First Amendment rights. The Court found none.
Beware that Tam and Brunetti as presented here have been severely edited-down to focus on the Justices’ statements about the trademark system. The opinion excerpts provide in some instances only the gist (and few of the subtleties) of the Justices’ First Amendment analyses. Students with a special interest in First Amendment doctrine would be better served taking the time to read the full opinions.
[bookmark: _Hlk200023089]For a comprehensive study of the relation between trademark law and free speech principles, see LISA RAMSEY, TRADEMARKS AND FREE SPEECH: CONFLICTS AND RESOLUTIONS (2025).
      
[bookmark: _Toc201424321][The opinion in Matal v. Tam is available separately.]

[bookmark: _Toc201424322][The opinion in Iancu v. Brunetti is available separately.]

[bookmark: _Toc201424323][The opinion in Vidal v. Elster is available separately.]

Comments and Questions
1. “Trademark rights are primarily a matter of state law.” So wrote Justice Thomas early on in his Elster opinion. Does this strike you as an accurate description of the U.S. trademark system?
2. Marijuana marks. To qualify for federal registration, a mark must be used in commerce for goods or services that are legal under federal law. For this reason, the T.T.A.B. has affirmed the refusal of registration of the mark HERBAL ACCESS for “retail store services featuring herbs” when such services consisted of the sale of marijuana in Washington state, under whose law such sales are legal. In re Brown, 119 USPQ2d 1350 (TTAB 2016). See also VPR Brands, LP v. Shenzhen Weiboli Tech. Co., No. 2023-1544, 2024 WL 3811774 (Fed. Cir. Aug. 14, 2024). For a critique of the PTO’s application of a “lawful use” requirement, see Robert A. Mikos, Unauthorized and Unwise: The Lawful Use Requirement in Trademark Law, 75 VAND. L. REV. 161 (2022).



3

image1.png




