
Trademark Law
Prof. Madison

Today:  Descriptive fair use

Key concepts from Class 15:

Legal rules and concepts as tools for problem solving.

Mark X for Product (Service) Y.

Forward confusion and reverse confusion.

Sources of evidence.

Intersections between trademark and copyright: Dastar.



The plaintiff alleges (the prima facie case):
1. Trademark validity (distinctiveness)
2. Trademark ownership (use by the owner, and 

priority)
3. Infringing acts (use by the accused infringer, and 

likelihood of confusion)
4. Harm (confusion? loss of goodwill?)  (The necessary 

harm may consist of likelihood of confusion itself!)

The defendant counters (in addition to contesting 1-
4 above): 
The affirmative defense of fair use of the plaintiff’s 
mark.
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Flavors of Trademark Fair Use:
1.“Classic” Fair Use (unlike fair use in copyright): 

the defendant/accused infringer uses the mark 
owner’s mark to refer to the deft’s own product 
or service.

2.(New / relatively well-established) Nominative 
Use: the deft/accused infringer refers to the 
mark owner’s product or service

3.(New / unclear standards) First Amendment / 
Parody: referring to something else entirely (or 
nothing at all) (perhaps combined with (1) or 
(2))
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Recall different public policies behind trademark 
protection & infringement:
[1]  Protect mark owner’s goodwill from appropriation 
and/or free-riding (the unfair competition rationale).  
Consumer confusion is evidence of mis-appropriation.
[2]  Protect consumers themselves (from inaccurate / 
misleading information) (the protect consumer interests in 
quality and source rationale; “search costs” reduction is 
part of this). Consumer confusion may be a harm in itself.

Do the defenses reflect failure of the prima facie case (no 
likelihood of confusion), or independent interests in free 
competition, consumer information, and/or free speech?  
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Trademark (“Classic” or “Descriptive”) Fair Use:
Lanham Act Section 1115(b)(4) ((33(b)(4)):  
“That the use of the name, term, or device charged to be an 
infringement is a use, otherwise than as a mark,  … of a term 
or device which is descriptive of and used fairly and in good 
faith only to describe the goods or services of such party, or 
their geographic origin.”

The mark is used (i) other than as a mark, (ii) descriptively 
(and accurately) with respect to the goods or services or 
geographic origin of the goods or services of the defendant, 
and (iii) in good faith.

Usually refers to use of a descriptive mark for its primary 
meaning rather than its secondary  meaning.
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Ex: A cereal manufacturer sells a product that 
consists entirely of bran and uses the phrase “all 
bran” to advertise the product.  That may be fair 
use and therefore noninfringing despite the rights 
of Kellogg in the mark “All Bran” for cereal.

Nb.: Could the accused infringer have chosen a 
different mark or design? Do other considerations 
suggest a lack of consumer confusion?

The fair use defense may be proved even if the 
defendant has not negated the elements of a claim 
for infringement. KP Permanent Make-Up, Inc. v. 
Lasting Impression I, Inc. (US 2004).  In other 
words:  some measure of confusion is compatible 
with noninfringing fair use.
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Solid 21, Inc. v. 
Breitling U.S.A., Inc. 

(2d Cir. 2024)
Plaintiff’s watch: $48,000



Solid 21, Inc. v. 
Breitling U.S.A., Inc. 

(2d Cir. 2024)

Defendant’s watch: 
$10,500
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SportFuel, Inc. v. Pepsico, Inc. (7th Cir. 2019) (summary judgment!)

“House mark”

Plaintiff

Defendant



Bell v. Harley Davidson Motor Co. (S.D. Cal. 2008)
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International Stamp Art, Inc. v. United States Postal Service 
(11th Cir. 2006)



Packman v. Chicago Tribune Co. 
(7th Cir. 2001)
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